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..The appellant's invention relates to a connection terminal

Claim 1 is representative of the subject matter on
"ﬁggd a copy of claim 1, as it_appeafs in the appellant's

by 18, attached to this decision.

The prior art reference of record relied upon by the
examiner as evidence of anticipation under 35 U.S.C. § 102(e) is:
Yagi et al. (Yagi) 5,240,434 August 31, 1993

o (filed Sep. 16, 1992)

Other prior art of record relied upon by the examiner as

~evidence of obviousness under 35 U.S.C. § 103 are:

the first conventional example shown in appellant's Figures 5 & 6
the third conventional example shown in appellant's Figures 11 & 12

¥

©*~"C1dims 1 through 7 stand rejected under-35 U.S.C. § 102(e) as

being anticipated by Yagi.

-y

Claims 1 through 7 stand rejected under 35 U.S.C. § 103 as
Beiné'unpatentable“over appellant's admitted prior art Figure 5

takeh with appellant's admitted prior art Figure 11.

" Rather thah reiterate the ‘conflicting viewpoints advanced by

"the examiner and the appellant regarding the §§ 102(e) and 103




750 ?72 218 USPQ 781 789 (Fed

;71‘26 (1984) it is only

spmething‘diéglesed in the

“of.the claim are found in the

In thlS re]ectlon,.ﬁhefexaﬁ ner directed attention to Figures

i5 and 6 of Yagl and stated that,careful 1nspect10n of the prior art

o e,

5‘spe¢iee'shpWS an extremely s;mlla; connection terminal with the

#*. . same shape retaining hole (ansﬁer, p- 4).'_Accofding¥y, we will
{} - dlrect our reV1ew of Yagi to the prior art gpecies shown in Figures

@fm‘ A5 through 7 and descrlbed in column 1, lines 8-64.

The inor_aft species disc¢losed by Yagi teaches the use of a

Jconnection‘terﬁinal assembly c{ ;fising terminal b and a connector
-hou51ng c formed w1th a flexlble engagement pLece d. The flex1ble

engagement plece d has an engagement projection dl and a sloplng

i“i - otched guide pr03ectlon dz The terminal b includes a cable

e connectlnguportlon b,, an- electm’cal c0ntact portlon bz and an

. engagement hole b, formed in the base plate of the electrical

)

‘contact portien bgﬂ-
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“transverse w1dth and a notched portion formed in & rear side of the

-

The : appellant argues that_the prior art spec;es disclosed by

nt1c1pate the ‘claims under appeal 51nce the spe01f1c

" shape of the engagement hole b, is not disclosed. Thus, the shape
~of - the retalnlng hole as rec1ted 1n claim 1 and claim 6 is not met

::by‘tﬁe prlor art Spec1es disclosed by Yagil. We agree Our review

of the prlor art spec1es dlsclosed by Yagi fails to reveal any

- dlsclosure that would enable an artisan to know the specific shape

‘of the engagement hole b,. While the shape of the engagement hole

b, cqurd be rectangular or shaped to compliment the flexible
engagement piecefd having an engagement projection d, and a sloping
notched §uide;projection d,, such conjecture is insufficient to

support a re'ectlon based on 35 U.8.C. § 102(e). This*being the

case, clalms l and 6 are not anticipated by the prior art species
dlSClOSEd by Yagl Aocordlngly, we w111 not sustaln the examiner's
rejectlon of 1ndependent claims 1 and 6, and of dependent claims 2
through s and 1.
Next weftdrn to the examiner's. rejection of-claims léthrough 7
based on 35 U S C. § 103 as belng unpatentable over appellant's
i

admitked- prlorware—Flgure 5 taken with appellant s~adm1eted prior

art-Figure.lI. After considering the collective teachings of the
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admitted pripf>art, we must disagree with the examiner that the
claimed invention would have been obvious to one of ordinary sKill
in the art at the time of thé appellant's invention.

R

lt 15 the examlner s position that one of ordinary skill

“ln the art would have found it obvious to combine the connectlon
ﬁEImlnal w1th the notched portion of Figure 5 with the connection
terﬁiqal withlthe primary portion of Figure 11 (answer, p. 3). The
examiner coﬁdluded that this combination would result in a
retaining ﬁole shaped as shown in‘appellant's sketch 1? (answer,

p. 4}). With this, however, we do not agree.

It 1s ax1omat1c ‘that obviousness cannot be established by
comblnlng the teachlngs of the prior art to produce the claimed”
,invenﬁienféebsent some teachinq, suggestion or incentive:suppq;ting
'fsucnecembgfétipn. Seé¢ In re Bond, 910 F.2d 831, 834, 15 USPQEdV
1566, 1568 (Fed. Cir. 1990).

@

We aqree Wlth the appellant that the admitted prlor art fails

to provide the needed suggestlon or motivation to one of @rdinary

skill in the art at the time of appellant's invention to modify the

! See .page 7 of the brief.
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admitted prior art as proposed by fhe examiner. That is, we agréé

'.i;:?? i'that applying the combined teachings of the admitted prior art.

would not have resulted in a fégaihing hole defined by a primary

fion having-a transverse width and a notched portion formed in a

‘réar ‘side,of the primary portion éélrecited in independent claims 1
and 6. It is our opinion that combining the teachings of the
admitted‘prior art would have, at best, only resulted in a
retaining hole és shown by appellant's sketch 2a.? Tt appears to
us that the examiner has used impermissible hindsight to
reconstrdct the claimed invention. Since the limitation that a
retaiging‘hole defined by a primary portion having a transverse
Awidth énd a notched portion formed in a rear side of the primary
portion is not taught or suggested by the applied prior arﬁ, we
will not sustain the 35 U.S.cC. § 103 rejection of independent

claims 1 and 6, and of dependent'cLaims 2 through 5 and 7.

See page 8 of the brief.
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CONCLUSION

To summarize, the decision of the examiner to reject claims 1

~ through 7'dﬁder 35 U.8.C. § 102(e) as being anticipated by Yagi is

' ;evgfsed; and the decigion of the examiner to reject claims 1
,tﬁghugh'7 under 35 U.S.C. § 103 as being unpatentable over
appellant's admitted prior art Figure 5 taken with appellant's

admitted prior art Figure 11 is reversed.

REVERSED

Chet & oo bf if—
CHARLES E. FRANKFORT £

Administrative Patent Judge
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APPENDIX 2

1. In a connection terminal assembly having a retalnlng hole in

‘which a retaining lance formed within a housing of a connector is
engageable, the improvement wherein said retaining hole is defined
by a primary portion, having a transverse width and a notched
portion formed in a rear side of said primary portion; and a
slanting surface portion corresponding to said notched portion is
formed on a retaining projection formed on said retaining lance

engageable in said retaining hole.




